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GLENMORE DIST. CO. V. NAT. DIST. PROD. CORP. 


GLENMORE DistTILLerRIES Co. v. NaTiIoNAL Distitters Propucts 


CorRPORATION 
(101 F. [2d] 479) 


United States Circuit Court of Appeals, Fourth Circuit 
January 30, 1939 


Trape-Marks—“Kentrucky” on WHISKY. 
The word “Kentucky” held not subject to appropriation as a trade- 
mark for whisky. 
Trape-Marks ann Unrair Competirion—“Kentucky Tavern” anno “Town 
TAVERN” ON Wuisky—Non-Conruictinc Marks. 
The words “Town Tavern” held not to infringe the trade-mark “Ken- 
tucky Tavern,” both marks being used on whisky. 
In equity. Suit for trade-mark infringement. From a decree of 
the District Court dismissing the bill of complaint, plaintiff appeals. 
Affirmed. For decision below see 28 T.-M. Rep. 485. 


Guy B. Hazelgrove, of Richmond, Va. (Williams, Mullen, Wil- 
liams & Hazelgrove, of Richmond, Va., James H. Gold, of 
Louisville, Ky., Edward G. Fenwick, of Washington, D. C., 
and Ralph T. Catterall, of Richmond, Va., on the brief), for 
appellant. 

Thomas B. Gay (Hunton, Williams, Anderson, Gay & Moore, all 
of Richmond, Va.; Breed, Abbott & Morgan, Hugh S. Wil- 
liamson, Gerald J. Craugh, and Edward A. Draghill, Jr., all 
of New York City, and Lewis F. Powell, Jr., of Richmond, 
Va., on the brief), for appellee. 


Before Parker and Sopuer, Circuit Judges, and Cuesnut, Dis- 
trict Judge. 


Sopuer, C. J.: This suit for trade-mark infringement was in- 
stituted by Glenmore Distilleries Company, owner of the trade-mark 


“Kentucky Tavern,” as applied to whisky, to enjoin the use by Na- 
tional Distillers Products Corporation of the mark “Town Tavern” 


on whisky or other alcoholic beverages. The District Judge ren- 
dered an opinion (D.C., 23 F. Supp. 928) in which he held that the 


similarity of the marks was not such as to be likely to confuse a 
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purchaser of the goods exercising ordinary caution in his dealings ; 
and since there was no claim of unfair competition by fraudulent 
simulation on the part of the defendant, the bill of complaint was 
dismissed. 


We are in accord with this conclusion. The appellant, recogniz 


ing that it has no right to appropriate the word “Kentucky” as 


applied to whisky, nevertheless insists that “Tavern” is the dominat 
ing word in the name, “Kentucky Tavern,” and that any use of it 
by a manufacturer of distilled liquors constitutes an infringement of 
the mark. It is by no means certain that the word “Tavern,” which 
in one significance indicates a place where intoxicating liquors are 
kept for sale, is subject to appropriation by a manufacturer of 
whisky. The evidence shows a number of instances in which the 
word has been used in combination with other words as a trade-mark 
for whisky both before and after the adoption and use of the plain- 
tiff’s mark. However that may be, it is sufficient here to say that 
no infringement exists. 

It is impossible to lay down a general rule that either word in 
an established trade-mark of two words is of such importance that 
its use in other combinations on the same kind of goods would con 
stitute infringement. Every case must of course be decided upon 


1 In the following cases the first words or syllables of competing trade- 
marks were different, while the second words or syllables were the same, and 
it was held that there was infringement: Coca-Cola Co. v. Old Dominion 
Beverage Corp., 4 Cir., 271 Fed. 600; Bona Ami Co. v. McKesson & Rob- 
bins, Cust. & Pat. App., 93 F. (2d) 915; The Pep Boys v. Fisher Bros., 
Cust. & Pat. App., 94 F. (2d) 204; In re Coca-Cola Bottling Co., Cust. & 
Pat. App., 49 F. (2d) 838; Traub Mfg. Co. v. Harris & Co., Cust. & Pat. 
App., 53 F. (2d) 416; Sutter Packing Co. v. Piggly-Wiggly Corp., Cust. & 
Pat. App., 64 F. (2d) 1006; Marsh Capron Mfg. Co. v. Bates Machine & 
Tractor Co., 53 App. D. C. 235, 289 Fed. 633. 

In the following cases, the first word of each trade-mark was different 
and the second word was the same, and it was held that there was no in- 
fringement: John Morrell & Co. v. Doyle, 7 Cir., 97 F. (2d) 232, certiorari 
denied, 59 S. Ct. 146, 83 L. Ed. —, November 7, 1938; Coca-Cola Co. v. 
Carlisle Bottling Works, D. C., 43 F. (2d) 101, affirmed 6 Cir., 43 F. (2d) 
119; Gold Dust Corp. v. Hoffenberg, 2 Cir., 87 F. (2d) 451; Armour & Co. 
v. Louisville Provision Co., D. C., 275 Fed. 92, affirmed 6 Cir., 283 Fed. 42, 
certiorari denied 260 U. S. 744, 43 S. Ct. 164, 67 L. Ed. 492; Sears-Roebuck 
& Co. v. Elliott Varnish Co., 7 Cir., 232 Fed. 588; Valvoline Oil Co. v. 
Havoline Oil Co., D. C., 211 F. 189; Eskimo Pie Corp. v. Honey Moon Pie 
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Corp., D. C., 25 F. (2d) 154; Eskimo Pie Corp. v. Levous, D. C., 24 F. 
(2d) 599. 

In the following cases, the first words or syllables of competing trade- 
marks were identical, but the second words or syllables were not, and it 
was held that there was no infringement: Loughran v. Quaker City Chocolate 
& Confectionery Co., 3 Cir., 296 Fed. 822; Quaker State Oil Refining Co. v. 
Steinberg, 325 Pa. 273, 189 A. 473; Turner & Seymour Mfg. Co. v. A. & J. 
Mfg. Co., 2 Cir., 20 F. (2d) 298; Premier Malt Products Co. v. Kasser, 
D. C., 23 F. (2d) 98, affirmed 3 Cir., 26 F. (2d) 1021; Chance v. Gulden, 3 
Cir., 165 Fed. 624; S. R. Feil Co. v. John E. Robbins Co., 7 Cir., 220 Fed. 
650; Caron Corp. v. Vivaudou, Ine., 2 Cir. 4 F. (2d) 995; American 
Tobacco Co. v. Globe Tobacco Co., C. C., 193 Fed. 1015; Winget Kickernick 
Co. v. LaMode Garment Co., D. C., 42 F. (2d) 513. 


its own facts. ““What degree of resemblance is necessary to con- 
stitute an infringement is incapable of exact definition, as applicable 
to all cases. All that courts of justice can do, in that regard, is to 


say that no trader can adopt a trade-mark, so resembling that of 


another trader, as that ordinary purchasers, buying with ordinary 


caution, are likely to be misled.” McLean v. Fleming, 96 U. S. 245, 
251, 24 L. Ed. 828. In our opinion, such a resemblance between 


the trade-marks used by the parties to this case does not exist. 


Affirmed. 


Tue TimKeEN Ro.tuer BearineG Co. v. LETERSTONE Sates Co. 
Tue Timken Ro.uier Bearine Co. v. L. C. Smiru Bearines & 


Parts Co. 


United States District Court, Northern District of Illinois, 


Eastern Division 
May 5, 1939 


TrapE-Mark INFRINGEMENT—“TiIMKEN” ON RoLitER BEARINGS—NAME OF 
PATENTED ARTICLE. 

Registration by plaintiff on June 21, 1921, of the name “Timken,” 
under the Act of 1920 as a trade-mark on roller bearings and related 
goods, held subsisting and infringed by the use thereof by defendant on 
reworked roller bearings of plaintiff's manufacture. 

Unram Competirion—“TimKEN”—NAME OF PATENTED ARTICLE—STATUS ON 
Lapsr oF Patent. 

In the case at issue, held that the name “Timken” did not become 
generic during the life of the patent and consequently did not become 
publici juris on the expiration thereof, but continued to be property of 
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plaintiff. The use of the name “Timken” by defendant on bearings 
originally of plaintiff's manufacture which have been reground, rebored 
or otherwise reworked by defendant held unfair competition. 
Unrarr Competirion—Svuits—InsuncTion—Form or DEcREE. 
Defendant was enjoined from applying the name “Timken” to any 
bearings not made by plaintiff with, or without a statement that such 
bearings are made by a manufacturer other than the plaintiff. 


In equity. Action for trade-mark infringement and unfair com- 


petition. Judgment for plaintiff. 


Williams, Bradbury, McCaleb & Hinkle and Albin C. Ahlberg, 
all of Chicago, Ill., for defendant. 


Rogers, Woodson & Rogers, of Chicago, Ill., and Carr, Carr & 
Gravely, of St. Louis, Mo., for plaintiff. 


Wirkerson, D. J.: The court hereby makes the following 


findings of fact and conclusions of law: 


Findings of Fact 

(1) Plaintiff, The Timken Roller Bearing Company, is a corporation of 
Ohio, with its principal office at Canton, Ohio. 

(2) Defendant, L. C. Smith Bearings & Parts Co., is a corporation of 
Illinois, with its principal place of business at Chicago, Illinois. 

(3) The amount in controversy exceeds, exclusive of interest and costs, 
the sum or value of Three Thousand Dollars ($3,000.00). The case also 
arises under the trade-mark laws of the United States (Title 15 U. S. C. 
§ 121 and following). 

(4) Plaintiff's business was founded in Saint Louis, Missouri, prior to 
1897 by William R. Timken, H. H. Timken, Henry Timken, and Reginald 
Heinzelman. It was incorporated as The Timken Carriage Company and 
engaged in the manufacture and sale of carriages and horse drawn vehicles. 

(5) In 1897 Henry Timken and Reginald Heinzelman began the manu- 
facture of tapered roller bearings adapted to be used in the axles of horse 
drawn vehicles and said axles bearing the name “Timken” were sold and 
distributed by and became a part of the business of The Timken Carriage 
Company. 

(6) The Timken Carriage Company moved its business to Canton, Ohio, 
in about 1901, where it continued the manufacture of tapered roller bear- 
ings and axles, and changed its name to The Timken Roller Bearing Axle 
Company. 

(7) Plaintiff's bearings were adapted for use in automobiles with the 
growth of the motor industry and by 1909, when plaintiff changed its name 
to The Timken Roller Bearing Company, under which it now operates, its 
business consisted largely in supplying tapered roller bearings to the auto- 
motive industry. 

(8) Beginning in 1911 plaintiff began to mark its bearings with the 
name “Timken” for the purpose of designating plaintiff as the manufacturer 
thereof. 
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(9) From 1911 to the present, plaintiff has produced about 400,000,000 
bearings, al! marked with the name “Timken.” 

(10) From 1897 to the present plaintiff has produced tapered roller 
bearings of many designs differing widely from each other in appearance, 
structure and method of operation. All of these bearings have been known 
as “Timken” bearings and since 1911 have borne the name “Timken.” 

(11) Plaintiff for many years has manufactured bearings for use in 
divers machinery and in many industries. Said bearings have been designed 
for many different purposes, viz.: for thrust load alone, for radial load 
alone, and for combined thrust and radial load. 

(12) Plaintiff's bearings are in general use in the automotive industry 
and are supplied to over five thousand industrial manufacturers. 

(13) In addition to bearings, plaintiff manufactures and applies the 
name “Timken” to conveyor tubes, steel, bearing boxes, lubricant testers, 
rock bits, and fuel injection pumps. 

(14) Plaintiff's bearings are identified as to size and dimensions by part 
numbers. Each part number identifies a particular bearing and with the 
exception of certain Ford part numbers, which plaintiff stamps on bearings 
sold to the Ford Motor Company, each size bearing is identified by a single 
part number. 

(15) Plaintiff's subsidiary, The Timken Roller Bearing Service and 
Sales Company maintains service facilities and warehouses throughout the 
United States and, supplemented by approximately seventeen hundred 
jobbers, supplies the replacement demand for plaintiff's products. 

(16) At all times since 1897 there have been tapered roller bearings 
produced by others of the same general appearance as plaintiff's bearings 
and embodying similar engineering and mechanical advantages. These 
bearings have always been sold in competition with plaintiff's bearings. 

(17) Competing manufacturers mark their tapered roller bearings with 
their names impressed thereon to identify such bearings as of their respec- 
tive manufacture. 

(18) No person except plaintiff has ever manufactured bearings marked 
with the name “Timken.” 

(19) It is the practice of the public and the industry to identify the make 
of the bearings by the maker’s name marked upon it. 

(20) The name “Timken,” when used upon or in connection with tapered 
roller bearings or similar products, is understood to refer only to products 
coming from the plaintiff. 

(21) The word “Timken,” when used upon or in connection with tapered 
roller bearings, is understood to mean plaintiffs product only. 

(22) The primary significance of the term “Timken” in the mind of the 
purchasing public is not the product but the producer. 

(23) There did not arise during the monopoly of plaintiff's patents a 
generic designation of the bearing by the name “Timken” which passed to 
the public. 

(24) “Timken” has not acquired a generic meaning descriptive of a type 
of bearing and the right to use the name in a descriptive sense has not 
passed to the public. 

(25) The word “Timken” was duly registered as a trade-mark by plain- 
tiff in the United States Patent Office under the Act of Congress of March 
19, 1920 (Title 15 U. S. C. § 121) the certificate being No. 144,149, dated 
June 21, 1921. This registration is subsisting. 
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(26) Defendant is engaged in the business of selling automotive parts 
for replacement including tapered roller bearings. 

(27) Defendant has sold in response to orders for new “Timken” bear- 
ings, bearings which have seen service and, therefore, are not the product 
ordered. 

(28) Defendant has sold in response to orders for new “Timken” bear- 
ings, bearings originally of plaintiff's manufacture but which have been 
reground, rebored, tampered with, or otherwise reworked, so that they are 
no longer in the condition that they were when they left plaintiff's plant. 

(29) Defendant has sold in response to orders for new “Timken” bear- 
ings having certain dimensions as identified by plaintiff's part numbers, 
bearings of different dimensions from those ordered which in certain ap- 
plications will not give satisfactory service. 

(30) Defendant claims the right to advertise and sell as “Timken” 
bearings, bearings not coming from the plaintiff, if an explanation is made 
that such bearings are made by a manufacturer other than plaintiff. 

(31) The acts of the defendant have caused plaintiff pecuniary loss. 


Conclusions of Law 


(1) The court has jurisdiction of the parties to, and the subject 
matter of this action. 

(2) The word “Timken” is a valid trade-mark, the property of 
plaintiff and only plaintiff's products can lawfully be sold under 
this trade-mark. 

(3) The registration of the trade-mark ““Timken” under the 
Act of Congress is valid, and said registration and the trade-mark 
shown therein are the property of the plaintiff. 


(4) The sale of bearings which have seen service in response to 


orders for new “Timken” bearings is an infringement of plaintiff's 


trade-mark and unfair competition with plaintiff. 


(5) The sale of bearings originally of plaintiff's manufacture 
which have been reground, rebored, tampered with, or otherwise 
reworked so that they are no longer in the condition that they were 
when they left plaintiff’s plant in response to orders for new “Tim- 
ken” bearings, is an infringement of plaintiff's trade-mark and un- 
fair competition with plaintiff. 

(6) The sale of bearings of different dimensions from bearings 
ordered as identified as to dimensions by plaintiff's part numbers in 
response to orders for new “Timken” bearings having certain dimen- 
sions is an infringement of plaintiff’s trade-mark and unfair com- 
petition with plaintiff. 
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(7) The application of the name “Timken” to any bearings not 
made by plaintiff with or without a statement that such bearings are 
made by a manufacturer other than the plaintiff, infringes plaintiff's 
trade-mark, 

(8) Plaintiff is entitled to the relief provided by the trade-mark 
statutes of the United States including an injunction restraining 
defendant from infringing its trade-mark and competing unfairly 
with it in the particulars specified. 

(9) Plaintiff is entitled to an accounting for damages and 
profits. 

(10) Plaintiff is entitled to recover the costs of this action in- 
cluding all of the master’s costs. 


Memorandum Opinion 


The court is of the opinion that the exceptions of the defendants 
to the master’s report should be overruled. 

The court is of the opinion further that the plaintiff is entitled to 
the complete relief sought in its bills of complaint, and that the 
findings should be made and relief given in accordance with the 
plaintiff's exceptions to the master’s report. 

The plaintiff is entitled to a finding that the primary significance 
of the term “Timken” in the minds of the purchasing public is not 
the product but the producer. 

The defendant, Leterstone Sales Company, advertises in its 
catalogues “Timken” bearings made by the plaintiff. It does not 
advertise “Timken” bearings made by any other manufacturer. It 
uses the word “Timken” to indicate the manufacturer of the article. 


This, with the other evidence, leads to the conclusion that the word 


“Timken” when used upon or in connection with tapered roller 
bearings or similar products of plaintiff's manufacture has been 
understood in the trade to mean plaintiff's goods only. There did 
not arise during the monopoly of plaintiff's patents a generic desig- 
nation of the bearing by the name of “Timken” which passed to the 
public. Singer v. June, 163 U.S. 169 and Kellogg v. National Bis- 
cuit Co., 105 U. S. 111 [28 T.-M. Rep. 569], are not applicable. 
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Nor would a finding that the word “Timken” has acquired a gen 
eric meaning descriptive of a type of bearing and that the right to 
use the same in a descriptive sense has passed to the public be of 
any benefit to the defendant here. The incurable infirmity of de 
fendant’s position is found in the duplicity practiced in its market 
ing methods. It offers for sale “Timken” bearings made by. plain 
tiff. It does not use the word as descriptive of bearings made by 
other manufacturers. In each case the bearing is designated by the 
name of its manufacturer. When orders for “Timken” bearings are 
received the defendant fills the order with bearings made by other 
manufacturers and claims the right to do so because of the generic 
meaning which has been acquired by the word “Timken.” Cer 
tainly, this is a species of unfair competition which cannot be con 
doned by appealing to rights which the public has acquired in a 
monopoly. It is essentially misleading. It converts Singer v. June, 
supra, into a device for palming off goods of one manufacturer for 
those of another. One guilty of such practices may not escape the 
consequences by informing the buyer when the goods are delivered 
that they were made by a manufacturer different from the one who 
had been held out as the maker. 


Findings and decree in accordance with the above rulings may 
be prepared by attorneys for plaintiff and presented on notice ac 
cording to the rules. 





AMERICAN THREAD CoMPANY V. NortTH AMERICAN THREAD Co., INc. 
United States District Court, Southern District of New York 
November 19, 1935 


Uwnrarr CompertriTion—IMITATION OF CorPoRATE NAME—“AMERICAN ‘THREAD 
ComMPpANY” AND “NortH AMERICAN THREAD CoMPANY.” 

The incorporation of defendant company as North American Thread 
Company held unfair competition with plaintiff, incorporated many 
years prior thereto as the American Thread Company. 

Trape-MarKks—INFRINGEMENT—ReED SEAL, witH Five-Po:ntrep STAR, AND 
SEAL SHOWING OvuTLINE oF Map or NortH AMERICA—CONFLICTING 
Marks. 

A trade-mark consisting of two seals containing an outline of the 

map of North America surrounded by red circle, with three concentric 
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red circles, enclosing the words “North American Thread Company” 
held confusingly similar to a mark consisting of a round red seal con- 
taining a five-pointed star, outlined first in red and then in white, 
with two concentric circles in white touching the five points of the star 
and a red circle enclosing the whole. 
Unrair Competition—Svuits—Insunction—FormM or Decree. 

In the case at issue, defendant was enjoined from using the name 
“North American Thread Company” or any name containing the word 
“American” in connection with the word “Thread”; also from using on 


its goods or advertising its red seal trade-mark with a map of North 
America thereon. 


In equity. Action for unfair competition and trade-mark in- 
fringement. Injunction granted. 
Bartlett, Eyre, Scott & Keel (Richard Eyre, and Lucius B. 
Weymouth, of counsel), all of New York City, for plaintiff. 
Karelsen & Karelsen (Morton G. Rosenberg, of counsel), all of 
New York City, for defendant. 


Wootsey, J.: My judgment in this cause is that there must be 
a decree for the plaintiff, giving it an injunction, with costs. For 
the reasons hereinafter stated, I will not grant an accounting. 

I. This is a cause in equity based on unfair competition and 
claiming infringement of a trade-name and a common law trade- 
mark. It is brought by a corporation of New Jersey against a cor- 
poration of New York. The subject matter jurisdiction of the 
court, therefore, is based on diversity of citizenship. 

II. I find that the plaintiff was incorporated as a New Jersey 
corporation in or about the year 1898, and is a spinner and manufac- 
turer of cotton thread. It is one of two or three of the biggest manu- 
facturers of thread in the United States, and claims to do the largest 
business for the manufacturing trade, meaning by that the trade 
engaged in making garments. It also sells thread for domestic use 
in every State. 

Since the year 1914 it has had as its trade-mark a round red seal 
containing a five pointed star, outlined first in red and then in white, 
and outside the star, touching the tips of the five points thereof, are 
two concentric circles of white, and outside of these white circles is 


a red circle which constitutes part of the background color of the 


seal. This trade-mark is used on practically ninety-five per cent of 
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everything that the plaintiff puts out, and is put on its boxes as well 
as on its spools or tubes and on the so-called cuffs surrounding the 
thread. 

The plaintiff has exhibited, and marked as Exhibit 3, a box con- 
taining sixteen spools or tubes, of 1,200 yards of thread each, of 
mercerized cotton thread to which they have given the brand name 
of “Kismet.” The box has the seal trade-mark which I have 
described above, and each spool has the same trade-mark on its 
cuff and one of its ends, which might fairly be called the upper end 
as it is the top, as the tubes stand in the box with the printing on the 
cuff right side up. 

III. I find that the defendant was incorporated in New York on 
or about January 21, 1932. It does not manufacture thread but 
purchases it and then has it processed by dyers and wound on spools 
or tubes. 

I find that at the time the defendant was incorporated, Mr. Peter 
Spinell, who was the principal person interested in its creation, had 
known for many years that the American Thread Company was an 


important dealer in threads in New York City and in the metropoli- 


tan area, and also had known of their trade-mark above described. 


The defendant soon after it was incorporated commenced to sell 
boxes of sixteen tubes or spools of 1,200 yards of thread each to 
which they gave the brand name of “Lucky.” On the boxes there 
were two seals which they evidently intended to have represent their 
trade-mark. Those seals contained a rough outline of the map of 
North America surrounded by a red circle in which the words “North 
American Thread Company” in ink were printed, and outside the 
words were three concentric red circles separated by white. On the 
top of these spools or tubes and on the cuff, so-called, of their 
spools or tubes there was this same seal. 

IV. When the plaintiff learned of the incorporation of the de- 
fendant company and the method in which it was packing its goods, 
and on or about July 1, 1932, it sent by registered mail a notice to 
desist, to which no response was received, and, finally, on November 
23, 1932, it sent a second similar notice in respect of which there were 


some conferences between the present counsel for the defendant and 
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present counsel for the plaintiff. Nothing came, however, of these 
conferences and a suit was brought by the filing of a bill of com- 
plaint herein on or about April 18, 1933. 

I find that the delay between November, 1932, and April, 1933, 
cannot be regarded as an acquiescence in anything done by the de- 
fendant. In fact, as some of the cases have said, the right to use 
the trade-mark lasts only as long as the owner of the trade-mark 
does not assert his right to protect it. 

V. I find that the incorporation of the defendant company as 
the North American Thread Company in the same business as the 
American Thread Company is an act of unfair competition with the 
American Thread Company, and I find that the star trade-mark of 
the plaintiff, American Thread Company, is infringed by the red 
trade-mark of the map of North America inside of it used by the 
defendant company. 

I shall not go into questions of credibility here except in a gen- 
eral way to say that I was not favorably impressed with the de- 
fendant’s witnesses and I could not accept the theory that was put 
forward by Mr. Peter Spinell as to the reason for his choosing the 
North American Thread Company as the name for his latest cor- 
poration. I think this is just another instance, of which there are 
far too many, in which a company which has built up good-will and 


reputation is sought as a victim by commercial parasites like the 


defendant who seek to get as near as they feel they can with safety 


to its trade-marks and its trade-names. 

I think it is abundantly shown that the incorporation of this de- 
fendant with the name North American Thread Company was in 
unfair competition with the plaintiff and that there was an infringe- 
ment of the plaintiff's trade-mark. 

VI. As I had occasion to remark during the trial, citations of 
other decisions do not mean a great deal in causes of this kind, but 
I think that I might quite appropriately refer here to the case of 
General Film Company of Missouri v. General Film Company of 
Maine, 237 Fed. 65 (C. C. A. S.); also Materialmen Mercantile As- 
sociation v. New York Materialmen Mercantile Association, Inc., 
155 N. Y. Sup. 706 (App. Div., Ist Dept.) [10 T.-M. Rep. 227}. 
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VII. The foregoing shall be considered the findings of fact and 
conclusions of law in this matter, and an order so providing may be 
presented separately on the usual notice or may be included in the 
final decree to be entered herein. 

VIII. As to the decree here, it may provide that the defendant 
shall be enjoined from using the name North American Thread 
Company, or any name involving the use of the word “American” in 
connection with the word “Thread,” and also enjoining it from using 
hereafter on any of its packages, boxes, spools, tubes or cuffs, or 
any other printed matter or advertisement, the red seal trade-mark 
with the map of North America on it as hitherto used. 

IX. There has been exhibited as defendant’s Exhibit B, a type 
of package which it is claimed is now being used by the defendant. 
As to that I have to say that the marking of these boxes must be 
changed by the omission of the red seal and that the marking on the 
the cuff must be changed by the omission of the red seals and the 
use of the words “American” and “Thread” in the name printed on 
them. The seal on the end of the spool, however, in defendant's 
Exhibit B, which I may call their present style of package, does not 


seem to me to be an infringement of the plaintiff's trade-mark, 


although the words “North American Thread Company” may no 


longer be used therein. 

X. I do not grant an accounting here because counsel for plain- 
tiff has not pressed for an accounting and it seems to me that it is 
unnecessary. The defendant is not a large concern and its im- 
pingment on the plaintiff's rights can be cured by the injunction, 
and, consequently, I think it is sufficient to have a final decree as | 
have indicated above. The decree, of course, will carry costs with 
a provision that execution can be issued for such costs if they are 
not paid. 

A separate order may be presented to me for a suspension until 
February 1, 1936 of the injunction—which is to be contained in the 
final decree herein—in respect of any labels or printed matter which 
the plaintiff now has in his possession, but such suspension shall 


not be extended beyond the first of February, 1936 for any labels or 
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printed matter whether now in defendant’s possession or hereafter 
printed. 


Settle order and decree on notice unless agreed. 


Century Distitutine Co. v. PH. SCHNEIDER Brewine Co. 
(26 F. S. 936) 


United States District Court, District of Colorado 


December 9, 1938 
Trape-Marks AND Unrair Competirion—“Century” anno “Century CLuB” 
— Priority. 

Plaintiff and its predecessors in business had used the name “Cen- 
tury Club” as a trade-mark for whiskey since May, 1883, except during 
the prohibition era, whereas defendant first began to use the word 
“Century” on beer in 1908, which use was continuous except during the 
prohibition era. Plaintiffs right to the name “Century” held superior 
to defendant’s and the latter’s use thereof was enjoined. 

Trape-Marks AND Unrair Competirion—GIN AND WuHIsKEY—DIssIMILAR 
Goons. 

In the case at issue, where defendant filed counterclaim for a de- 
cree giving it exclusive use of the name “Century” and “Century Club” 
on beer and for an accounting, the evidence he/d insufficient to show con- 
fusion of the public between plaintiff's “Century” gin and defendant's 
“Century” beer. 

Unrair Competirion—ConrFrvusion IN Propuctrs—ReEsponsiBiLtiry or Com- 
PETITORS. 

Where two concerns are selling the same product, they must take 
every reasonable precaution to prevent confusion or the practice of 
deception. 

Unramr Competririon—Use or Same Trape-Mark—DiIssiMILariry or LABELS. 

Although plaintiff's gin and defendant’s beer both bear the trade- 
mark “Century,” nevertheless the other features of the labels, such as 
shape, appearance, style and lettering, size and color, held so dissimilar 
as to make confusion unlikely. 


In equity. Action for unfair competition in the use of a trade- 


mark. Decree for plaintiff in accordance with opinion. 


Rogers, Woodson & Rogers, of Chicago, Ill., and William I’. 
Hodges, Henry C. Vidal, and Joseph G. Hodges, all of 
Denver, Colo., for plaintiff. 

Dines, Dines & Holme and Robert E. More, all of Denver, Colo., 
and Albert J. Fihe, of Chicago, Ill., for defendant. 
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Symes, D. J.: This suit arises under the trade-mark laws of the 
United States. The agreed facts determined at a pre-trial hearing 
(Rule 16, Federal Rules of Civil Procedure, 28 U. S. C. A. follow- 
ing section 723c), disclose that since January, 1934 the plaintiff has 
been engaged in the business of distilling and selling alcohol and 
alcoholic liquors, particularly gin and whiskey. Its plant is located 
at Peoria, Ill. It has sold over $3,000,000 worth of its product and 
established a nation-wide business for its brands and trade-marks, 
known as “Century” and “Century Club.” These names are at- 
tached to its product by means of appropriate labels. In addition 
its advertising—nationally distributed—has cost in the neighbor- 
hood of $150,000 per year. 

One Philip Freiler of Elgin, Ill., first used the name “Century 
Club” as a name of whiskey in May, 1883, and established it as a 
well-known brand with a wide distribution in the Middle West. 
When the City of Elgin went dry under a local option law in 1914 
he sold his entire business to Henry A. Klein, doing business as the 
Liquor Dealers Supply Company. Before that time, however, and 
on April 20, 1905, Freiler had registered the trade-mark “Century 
Club” for whiskey and registration was issued to him by the Patent 
Office, March 19, 1907. 

Klein paid an ample consideration and continued the business 
under the Freiler name and manufactured and distributed gin and 
whiskey as “Century” until prohibition. After repeal of the 
Eighteenth Amendment he resumed business in the same manner 
until July 25, 1934, when the plaintiff, by a formal assignment, 
acquired from him all rights to the trade-mark “Century” and “Cen- 
tury Club” for whiskey, gin and other liquors and has continued to 
use the same ever since. 

The defendant brewing company has manufactured and sold beer 
in Trinidad, Colo., for many years and in 1908 adopted and used 
the word “Century” as a trade-mark for its product continuously 
until 1916, when Colorado voted dry, then used the name on non- 
alcoholic beverages and resumed its use on beer when the manufac- 
ture of beer became legal in 1933. It has built up a large business 
and its sales extend to the adjoining states of New Mexico, Okla- 
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homa, Utah, Wyoming, Texas, Kansas, Missouri, Nebraska and 
Arizona. It has spent large sums in advertising. 

Plaintiff asks that it be adjudged the owner of the trade-marks 
and the defendant be restrained from using the name “Century”’ and 
for other relief. 

The answer questions plaintiff's title to the name “Century” and 
denies the plaintiff derived any rights from the Liquor Dealers 
Supply Company, or that the latter acquired any rights to the name 
“Century” from Freiler. In a counterclaim defendant says it has 
used the name “Century” on its beer continuously since 1908, with 
the exception of the prohibition period, and has built up a valuable 
business. That plaintiff's sales of whiskey and gin under the same 
name in its territory has deceived the public as to the origin of plain- 
tiff’s goods to the defendant's damage and asks for a decree giving 
it the exclusive use of the name “Century” and “Century Club,” as 
applied to all alcoholic beverages, and an accounting. 

First. We think the evidence establishes satisfactorily the plain- 
tiff’s chain of title to the trade-name “Century” and “Century 
Club,” as first established and used by Freiler. This because Klein 
took over, bag and baggage, everything Freiler had when forced out 
of business, including the common law trade-mark or name “Cen- 
tury” and “Century Club.” The plaintiff's testimony on this point 
stands unopposed and sustains the burden of proof. The transfer 
of Klein’s business (the Liquor Dealers Supply Company) to the 
plaintiff is evidenced by the formal assignment of July 25, 1934, 
and the intent of the parties is further supported by the letter of 
November 22, 1933. The proceedings and decision of the Patent 
Office in our opinion are not material on this question. 

Second. On the question of confusion raised in the defendant's 
counterclaim, neither the evidence nor facts of which we take judicial 
notice support defendant’s contention. Both plaintiff and defendant 
have manufactured and sold their products under the same name 
successfully for many years without hurt by one to the other. There 
is no evidence that the plaintiff intentionally displayed or sold its 
goods to the public as defendant’s; or by labels, shape of package 


or advertising made false representations designed to confuse the 
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public. In business circles manufacturers and distributors of gin 
and whiskey are not classed as brewers, nor are they thought of as 
competitors. But granting they are competitors, all that the authori- 
ties require is that each label display its product in such a manner as 
to avoid deceiving any reasonably careful person. Defendant in 
order to obtain relief must prove that the plaintiff's goods are sold 
or palmed off as those of the defendant, or are so similar that the 
prudent buyer will be deceived. 

The containers and labels of plaintiff and defendant are before 
us. We fail to see how a prudent purchaser could be confused. The 
bottles are dissimilar in shape and appearance. True the word 
“Century” is on both labels, but in entirely different style, type of 
letter, size and color. On one of the plaintiff's labels, for instance, 
the words “Straight Rye Whiskey” and “Distilled and Bottled by 
Century Distilling Co., Peoria, Ill.,” are very prominently displayed. 
The words “Beer” and “Ph. Schneider Brewing Co., Trinidad, 
Colo.,”” are on the defendant’s label in large type. 

The habitual purchaser of whiskey seldom buys beer and the 
converse is true. This creates a resistance in the purchaser against 
the likelihood of confusion or deception. That beer and gin are 
fundamentally different and rarely if ever manufactured by the 
same concern is too well-known to require proof. It is the careful 
purchaser that the law is concerned about and not the negligent or 
indifferent. That means one who buys, after at least, a cursory in- 
spection. 

The witness Carter, the defendant’s manager, testified he had 
no contacts with the trade and could not state there was any con- 
fusion of orders. The attention of Mr. Jacobson was attracted to 
“Century Whiskey,” not as the result of confusion, but because he 
recalled “Century” was used by his friend Mr. Salit, head of the 


defendant corporation. The testimony of the other witnesses on 





this point—especially that of Mr. Allen—was not convincing. 
There is no disagreement as to the law pertinent to the record 
here made. The authorities are found in the briefs. We cite only 
the very late case in the Supreme Court, Kellogg Company v. Na- 
tional Biscuit Company, 59 S. Ct. 109, 114, 83 L. Ed. —, November 
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14+, 1938 [28 T.-M. Rep. 569]. It is not in point on the facts, yet 
contains some applicable language. For instance, that even though 
a party is not entitled to the exclusive use of a term for its goods 
well-known to the public, it may require competitors to use reason- 
able care to inform the public of the source of its product. 

Kellogg Company was free to use the pillow-shaped form, subject only 
to the obligation to identify its product lest it be mistaken for that of the 
plaintiff. 

Fairness requires that it be done in a manner which reasonably dis- 
tinguishes its product from that of plaintiff... . 

The obligation .... is not to insure that every purchaser will know it 
to be the maker but to use every reasonable means to prevent confusion. 

And finally, that where two concerns are selling the same product 
they must take every reasonable precaution to prevent confusion or 
the practice of deception. Both parties have observed these ad- 
monitions. 

No damages have been established. 

We conclude that the plaintiff is entitled to the relief prayed for 
in paragraph 4 of the prayer of its complaint and that the de- 
fendant take nothing on its counterclaim. Each party to pay its 
own costs. 

The plaintiff will submit to the court and counsel for the de- 
fendant proposed findings of fact and conclusions of law and a form 


of a decree. 


DeL__ PusBLisHinGc Company v. Uttem Pus.ications, INc., ET AL. 
(NV. Y. Law Journal, May 18, 1939) 


New York Supreme Court, Special Term, Part IV 


Trape-Mark INFRINGEMENT AND Unrarr Comperirion—Use oF SIMILAR 
MaGazine Trrte—“Mopern MacGazines” anv “Mopern Movies” 
ConFiictinG TERMS. 

Where, after plaintiff and its subsidiary company had for eight 
years been publishing a series of magazines under the general title of 
“Modern Magazines” and had gained for the title a secondary meaning 
with the reading public, the adoption by defendant in 1937 of the name 
“Modern Movies” as the title of a magazine, held unfair competition with 

plaintiff, especially as the price of defendant’s magazine was the same 

as plaintiff's and the color, size and display of the word “Modern” on 
the cover were similar. 
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Unrair Competition—Copy1nG Competitors’ IpgaAs AND MaGAzINE FEATURES. 
Subject to the limitations imposed by the copyright, patent and 
trade-mark laws, defendants may adopt in their publication ideas and 
features which may have been originated by plaintiff. However, when 
such imitative features are adopted, the use of the term “Modern” be- 
comes a real source of unfair competition. 


In equity. Action for trade-mark infringement and unfair com- 
petition. Injunction granted. 


CortitLo, J.: This action, based upon alleged unfair competition 
and trade-mark and trade-name infringement, was instituted by the 
plaintiff seeking the following relief: (1) To restrain the defendants 
from appropriating plaintiff's well established trade-marks and 
trade-names designated as “Modern Magazines,” “Modern Screen” 
and “Modern Romances,” and (2) to compel defendants to abandon 
the use of the name “Modern” and the imitation and copying of plain- 
tiff’s publications ““Modern Magazines” in connection with defend- 
ants’ magazine Modern Movies. 

The plaintiff has been engaged for many years in the publication 
and selling of magazines and periodicals. In 1930 it began publish- 
ing through a subsidiary company called the Syndicate Publishing 
Company, Inc., two magazines and named them Modern Screen 
and Modern Romances. In 1980, during the month of July, the 
plaintiff acquired these magazines from its subsidiary and began the 
publication of them under its own name, and has since 1930 used the 
name “‘Modern Magazines” either through its own efforts or that of 
its subsidiary for the purposes of procuring advertising in, stimulat- 
ing circulation of and identifying a group of magazines published by 
it or its subsidiary. It claims that in its publication of individual 
magazines it found that advertisers and advertising agencies handl- 
ing nationally known products did not approve individual magazines 
as good national advertising media and found that by grouping 
magazines under a general and combined name it became an attrac- 
tive advertising proposition. It therefore grouped its several maga- 
zines for advertising purposes under the name ‘Modern Magazines’ 
and soon led the advertising in the competitive field. Among this 


group is Modern Screen and Modern Romances. Modern Romances 
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was registered as a trade-mark in the United States Patent Office 
on June 28, 1982, and Modern Screen on March 14, 1933. A third 
magazine, Radio Stars, was also published as a member of this 
group. In jointly promoting these magazines it claims to have ex- 
pended the sum of $1,801,514.91 and conducted extensive campaigns 
in various publications and by means of circulars. Advertising was 


sought for “Modern Magazines” as a group and not for the in- 
dividual publications. The combined guaranteed circulation is about 
1,300,000 copies per single issue, or a yearly total of 16,000,000 
copies, and its annual gross from advertising is in excess of $1,000,- 
000. Modern Screen is a publication appealing to the public inter- 
est in the motion picture industry and entertainment field, and 
Modern Romances is a publication appealing to the public in its true 
personal stories and articles of a romantic tenor. 

The defendants are the owners and publishers of a magazine 
known as Modern Movies and its first issue appeared during June, 
1937. 

The defendants offered no evidence and rested their case on the 
proof adduced by the plaintiff. 

The questions the court is called upon to determine are whether 
or not the word “Modern” is an arbitrary or fanciful word, or 
whether it is descriptive, and whether a secondary meaning has at- 
tached to the name “Modern” as applied to the names of the maga- 
zine group of the plaintiff, and do the acts of the defendant in pub- 
lishing their magazine Modern Movies constitute unfair competition 
and trade-mark infringement by creating, or tending to create, con- 
fusion among advertisers, the trade and the public in general (a) in 
relation to the use of the term “Modern” as part of the title and (b) 
in relation to the defendants’ simulation of the make-up and edi- 
torial content of plaintiff's magazine. 

Both magazines are of the same size and both emphasize the 
word “Modern” in large letters on the covers. Both magazines 
specialize in carrying photographs of screen favorites, both male and 
female, on the cover. The layouts of the covers are similar except 
as to the color scheme. Until recently defendants’ magazine sold 
for fifteen cents, while the price of the plaintiff's was ten cents. 
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Defendants now have reduced the price of their magazine to ten 


cents as well. 


Litigation of this character, both in the field of ordinary business 


and the publishing field cannot be decided by blindly following 
precedents. Due consideration must always be given to the peculiar 
features characterizing a given case. There is no doubt that the 
word “Modern” is a generic term, but it is not descriptive of the 
contents of the magazine or of its origin. Cons quently, cases based 
upon that theory are not a perfect guide in the decision here. For 
example, in Munro v. Tousey (129 N. Y. 88), the court refused to 
enjoin the word “Sleuth” as part of defendant’s title, although plain- 
tiff showed prior use of the name. Here, “Sleuth” is clearly under- 
stood to mean a detective and the word is therefore descriptive of 
the contents. For the same reason plaintiff, who published the 
magazine called G-Man, could not restrain defendant from using 
the title “Ace G-Man (Beacon Magazines, Inc., v. Popular Publica- 
tions, Inc., 248 App. Div. 204). The appellation had become 
descriptive of a federal investigator and could not therefore be re- 
garded as anything but descriptive. So, in Collegiate World Pub. 
Co. v. Du Pont Pub. Co. (14 F. [2d] 158 [16 T.-M. Rep. 543]), 
College Humor sought to restrain the use of College Comics. Here 
“Humor” and “Comics” are both descriptive of the nature of the 
contents and “College” is descriptive of the origin. An injunction 
was also denied. 

Compare this situation with Modern Screen and Modern Movies. 
There is no doubt of the descriptive character of “‘Screen’’ and 
“Movies.” As to the term “Modern” the situation is somewhat dif- 
ferent. Defendants point out that the number of publications with 
the term “Modern” are legion. If plaintiff endeavored to appro- 
priate the term in connection with a magazine of a general content, 
there would be no reason for granting it a monopoly. Such a situa- 
tion might arise in connection, possibly, with an endeavor to restrain 
competition in a general field, where the term “Modern” is used. 
But here the endeavor is only to restrain competition in the use of 
the term “Modern” in relation to a movie publication. The situation 


thus differs from that in Time, Inc. v. Ultem Publications, Inc. (96 
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F. [2d] 164 [28 T.-M. Rep. 421]. In that case the magazine Life 


sought to restrain Movie Life from using the term Life. An injunc- 


tion in respect of the title was refused, because the two maga- 
zines did not cover the same field; at the same time an injunction 
was granted to avoid confusion in the dress of the cover. 

Plaintiff's term ““Modern” has acquired a secondary meaning as 
applied to its magazine featuring the movie picture world. Whether 
or not it has acquired such a secondary meaning in the general maga- 
zine field it is unnecessary to discuss because the question does not 
confront us. The conclusion arrived at, which might be debatable, 
becomes decisive when it is considered that defendants in the con- 
tents of their departments, in the make-up of the inside pages, have 
imitated plaintiff's magazine. True, there is no monopoly in ideas, 
unless their concrete embodiment has been patented or copyrighted. 
There is nothing, superficially considered, which is to stop de- 
fendants from adopting ideas and features in their publication, 
which may have been originated or extensively used by plaintiff. 
This statement is, of course, subject to any limitations which may be 
imposed by the copyright laws. On the other hand, when such 
imitative features are adopted by defendants, their use of the term 
“Modern” becomes a real source of unfair competition. Until the 
issue of March, 1939, the inside photographic pages of their maga- 
zine, while closely following plaintiff's feature, was at least char- 
acterized by a green tone instead of plaintiff's brown tone, but in 
March, 1939, defendants also began to use the brown tone. The 
result of this imitation is that a person picking up defendants’ maga- 
zine at a newsstand, at random, might do so in the belief that he 
was reading plaintiff's magazine, and he might remain under this 
mistaken idea for some time. This confusion should not be tolerated. 
because it is a deception to the ultimate consumer. While, as I said, 
there is nothing to stop defendants from borrowing ideas or features 
of plaintiff's magazine, or of other magazines, within the limits of 
the copyright, trade-mark and patent laws, this should not be en- 
couraged by permitting defendants to use the title “Modern” in con- 


nection with the title of their magazine. 
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There will be no decree for the plaintiff. Submit findings and 
judgment on notice. 





BorGc-WarRNER CorRpPoRATION v. Easy WasHING MAacHINE Corpora- 


TION 
United States Court of Customs and Patent Appeals 
Cancellation No. 2909 


May 29, 1939 


Trapre-MarKs—CANCELLATION—“SPIRALATOR™ AND 
FLICTING Marks. 

The words “Spiralator,” used as a trade-mark on washing machines, 
held not to be confusingly similar to the word “Rollator” used on refrig- 
erators. 

Trape-MarKs—CaNcELLATION—“NorGe Roviaror” oN REFRIGERATORS—NON- 
Use on Wasuinc Macuines. 

The fact that appellant’s customers were told that washing machines 
bearing the trade-mark “Norge” were made by the manufacturers of 
“Norge Rollator” refrigerators held no evidence that purchasers would 
associate the term “Rollator” with washing machines. The use of said 
term thereon was, therefore, not analagous to a trade-mark use. 


“RoLLator’ —Non-Con- 


On appeal from the decision of the Commissioner of Patents 
in a cancellation proceeding. Affirmed. 
decision see 28 T.-M. Rep. 224. 


For the Commissioner’s 


Charles M. Thomas, of Washington, D. C., and L. D. Burch, of 
Detroit, Mich., for appellant. 


Theodore E. Simonton, of Syracuse, N. Y., for appellee. 


Lenroot, J.: This is a trade-mark cancellation proceeding 
wherein the Commissioner of Patents affirmed a decision of the 
Examiner of Interferences dismissing appellant’s petition for can- 
cellation of appellee’s mark “Spiralator,” registered on January 30, 
1934, for use upon washing machines. 


Appellant in its petition alleged the registration on September 
9, 1930, of the mark “Rollator,” applied to electric refrigerators and 
parts thereof, and alleged use of said mark upon refrigerators and 
“in connection with” its sale of washing machines. It was further 
alleged that the goods upon which the marks are used possess the 
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same descriptive: properties, and that the marks are confusingly 
similar. 

Appellant took testimony in support of the allegations of its 
petition. Appellee took no testimony. 

It appears that as early as 1930 appellant’s predecessor, the 
Norge Corporation, adopted the term “Rollator” as a trade-mark 
upon electric refrigerators; that in January, 1933, prior to the 
adoption by appellee of its mark, appellant expanded its business 
to include the manufacture and sale of washing machines, but the 
mark “Rollator” was not applied thereto, such washing machines 
bearing the trade-mark “Norge’’; that appellant’s refrigerator busi- 
ness was very extensive, and that its washing machines were sold 
very largely to customers who had previously purchased its refrig- 


erators; that the refrigerators carried the mark “Norge” as well as 


the mark “Rollator,” but that the washing machines carried only the 


mark “Norge”; that salesmen, in selling appellant’s washing ma- 
chines, called to the attention of the customers the fact that they 
were manufactured by the makers of the “Norge Rollator refrigera- 
tor,’ and this also appeared in advertising of appellant in which its 
refrigerators and washing machines were often grouped together. 

The Examiner of Interferences did not specifically pass upon the 
question of whether household refrigerators and household washing 
machines were goods of the same descriptive properties, but held 
that, in view of the difference in the goods to which the respective 
marks “Rollator” and “Spiralator’” were applied, together with the 
difference in the marks, confusion in trade would not be likely, and 
dismissed appellant’s petition for cancellation. 

Upon appeal the Commissioner affirmed said decision, stating: 


. . .. Bven assuming, however, that the goods of the parties here in- 
volved are, broadly speaking, of the same descriptive properties, they differ 
so widely in their essential characteristics, and are usually selected with 
such discrimination on the part of purchasers, that there would seem to be 
no reasonable likelihood of confusion by reason of their sale under these 
particular marks. 


He cited in support of this holding our decision in the case of 
Kelvinator Corporation v. Norge Corporation, etc., 25 C. C. P. A. 
(Patents) 857, 94 F. (2d) 384 [28 T.-M. Rep. 135]. 
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He further held that appellant’s claimed use of the mark “Rol- 
lator’ in connection with electric washing machines was neither a 
trade-mark use nor a use analogous thereto, for the reason that such 
use has occurred only in advertising, citing our decision in the case 
of Sears, Roebuck & Co. v. Old Colony Shoe Co., 23 C. C. P. A. 
(Patents) 1039, 82 F. (2d) 709 [26 T.-M. Rep. 293]. 

Like the Patent Office tribunals, we do not find it necessary to 
determine whether household refrigerators and household washing 
machines are goods of the same descriptive properties; for the pur- 
poses of this case we may assume that they are such. We are clear 
that appellant’s use of the term ‘Rollator’ in connection with its 
sale of washing machines was not a use analogous to a trade-mark 
use. There is no evidence in the record that any customer of appel- 
lant ever identified its washing machines by the mark “Rollator.” 
The mere fact that customers were told that washing machines 
bearing the trade-mark “‘Norge’’ were made by the manufacturers 
of “Norge.Rollator refrigerators” does not indicate to us that pur- 
chasers would associate the term “Rollator” with washing machines. 
Such term was never used to identify a type of washing machine, as 
was the case with the word “Hostess” in the case of John Wood 
Manufacturing Co. v. Servel, Inc., 22 C. C. P. A. (Patents) 1370, 
77 F. (2d) 946 [25 T.-M. Rep. 107], involving refrigerators. 

We are in accord with the views of the Patent Office tribunals 
that, considering the differences in goods and the difference in the 
marks, there is no likelihood of confusion in trade by the use of the 
respective marks. 

It is a matter of common knowledge that electric refrigerators 
and washing machines are fairly expensive articles, and that care 
and discrimination are exercised in their purchase. 

The case of Kelvinator Corp. v. Norge Corporation, etc., supra, 
involved the use of the marks “Kelvinator” and ‘“Aerolator,”’ used 
upon identical goods. In our decision we stated: 


Considering the marks in their entirety, the character of the goods of 
the parties and the degree of care and discrimination exercised by the pur- 
chasers of them, we are of opinion that their concurrent use by the parties 
on their respective goods would not be likely to cause confusion or mistake 
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in the mind of the public, and that appellee is entitled to the registration of 
its mark. 


In said case we also stated: 


Counsel for appellant argue that the marks of the respective parties end 
in the suffix “ator,” and that the prefix “Aerol” of appellee’s mark is not 
sufficiently dissimilar from the prefix “Kelvin” of appellant’s mark to 
prevent the marks as a whole from being confusingly similar when used on 
goods of the same descriptive properties. 

It is not urged that the suffix “ator” is the dominant feature of either 
of the marks, and it obviously is not. 

The suffix “ator” is very common. It appears as a part of the names of 
various mechanical contrivances, such as refrigerator, percolator, dehydra- 
tor, fumigator, aerator, circulator, evaporator, desiccator, and gyrator, as 
well as a part of other commonly used words, such as arbitrator, orator, 
mediator, ete. 

If we may again indulge in a dissection of the marks, solely for the 
purpose of the discussion, we think it fair to say that the prefixes “Kelvin” 
and “Aerol” are quite dissimilar. When correctly pronounced, appellee's 
trade-mark is A’érélator.” 


A like observation may here be made with respect to the suffix 
“ator” in the marks here under consideration, and there is very little 
resemblance between the prefixes of the respective marks—‘Spiral” 
and “Roll.” 

Considering the expensive character of the goods involved and 
the difference in the marks, we are inclined to the opinion that, if 
the marks were used by the parties upon identical goods, considering 
them in their entirety, no confusion in trade would result. 


The decision of the Commissioner of Patents is afirmed. 


FRANKFORT DistTILLerieEs, INc. v. Dextora Co. 
United States Court of Customs and Patent Appeals 
Opposition No. 13,303 
May 29, 1939 


Trape-M arks—Opposirion—“Durry’s” oN Marr Syrurp—SurNaMe Nor 
DistiNcTIvVELY DisPLAYep. 

The name “Duffy’s,” used by appellee as a trade-mark on malt syrup 
for food purposes and cereal sugar, and shown in ordinary typewritten 
characters within a border, below which appear two concentric circles, 
as a portion of the outer circle merging with the lower edge of the 

border, held not distinctively displayed and therefore not registrable. 
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Trape-Marxs—Opposition—Rervusat to Recister—Ricur to APPEAL ON 
Orner Issue. 

In the case at issue, where appellee did not appeal from the decision 
of the Commissioner of Patents denying registration to its “Duffy's” 
trade-mark, but appellant appealed for the purpose of determining 
whether the respective goods were of the same descriptive properties and 
the involved marks confusingly similar, should appellant later attempt 
to register its mark under the Act of 1920, it was held that the two issues 
presented by appellant had become moot in view of the Commissioner’s 
decision, and the appeal was, accordingly, dismissed. 





On appeal from the decision of the Commissioner of Patents in 
a trade-mark opposition proceeding. Appeal dismissed. For the 
Commissioner's decision, see 28 T.-M. Rep. 151. 


Raymond J. Mawhinney, of Washington, D. C., for appellant. 
A. Yates Dowell, and Keiffer G. Doub, both of Washington, 
D. C., for appellee. 


Hatrietp, J.: This is an appeal in a trade-mark opposition 
proceeding from the decision of the Commissioner of Patents re- 
versing the decision of the Examiner of Interferences sustaining 
appellant’s notice of opposition to the registration of appellee’s 
mark. 

In his decision, the Commissioner affirmed the decision of the 
Examiner of Interferences holding that appellee’s mark was not 
registerable under Section 5 of the Trade-Mark Act of February 
20, 1905. 

Appellee did not appeal to this court from the adverse decision 
of the Commissioner. 

Appellee’s mark is for use on “malt syrup for food purposes and 
cereal sugar,” and comprises the word “Duffy’s,” reproduced “in 
ordinary typewritten characters within a border, below which ap- 
pear two concentric circles, a portion of the outer circle merging 
with the lower edge of the border.” 

Appellant is the owner of a composite trade-mark, the dominant 
feature of which is ‘““Duffys Malt Whiskey,” for use on malt whiskey. 

The basis of the holdings of the tribunals of the Patent Office 
that appellee’s mark was not registerable under Section 5, supra, is 
that the mark is essentially an ordinary surname not “written, 
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printed, impressed, or woven in some particular or distinctive 


. manner.” 
The pertinent part of Section 5, supra, provides: 
d .... That no mark by which the goods of the owner of the mark may be 
t distinguished from other goods of the same class shall be refused, registra- 
tion as a trade-mark on account of the nature of such mark. 
S * * * 
Provided, That no mark which consists merely in the name of an in- 
. dividual, firm, corporation, or association not written, printed, impressed, 
or woven in some particular or distinctive manner, or in association with a 
- portrait of the individual .... shall be registered under the terms of this 
POEs. 6) 6 
Appellant’s opposition to the registration of appellee’s mark was 
based on the confusion-in-trade clause of Section 5, supra, and no 
9 claim was made in appellant’s notice of opposition that appellee's 
mark was not registerable for any other reason. 
; It appears from the record that appellant’s mark has been used 
: by appellant and its predecessors since about 1884. The mark was 
" registered in the United States Patent Office, registration No. 274,- 
. +79, under date of August 26, 1930, to appellant’s predecessor The 
Frankfort Distillery, Inc. It has been extensively advertised, and 
. has an established good-will. 
' It was contended by counsel for appellant before the tribunals 
: of the Patent Office, and it is contended here, that the goods— 
| whiskey—on which appellant uses its mark and the goods—malt 
‘ svrup—on which appellee uses its mark are goods of the same 
descriptive properties; that the marks are confusingly similar; and 
i that the concurrent use of the respective marks on the goods of the 
parties would cause confusion in trade, and deceive purchasers as to 
origin. It is further contended by counsel for appellant that, 
a although appellee did not appeal from the decision of the Commis- 
“4 sioner of Patents holding its mark not registerable under the Trade- 
Mark Act of February 20, 1905, the issue of confusing similarity of 
. the marks of the parties raised in appellant's notice of opposition 
i and presented by the appeal to this court has not become moot; that, 
unless this court determines the issue raised by appellant's notice of 
: opposition and holds that the goods of the parties possess the same 


descriptive properties, that the involved marks are confusingly 
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similar, and that, for that reason, appellee is not entitled to register 
its mark under the Trade-Mark Act, supra, the tribunals of the 
Patent Office may permit the registration of appellee’s mark under 
the Act of March 19, 1920, under which certain trade-marks, not 
registerable under the Trade-Mark Act of February 20, 1905, may 
be registered; and that if the tribunals of the Patent Office should 
permit the registration of appellee's mark under the Act of March 
19, 1920, appellant could secure no relief, because the statute does 
not provide for an appeal to this court from a Patent Office decision 
rendered under the provisions of that act. In other words, appellant 
desires a holding in this case that the marks of the parties are con- 
fusingly similar, apparently upon the theory that that issue will 
become res adjudicata by such an holding. 

Appellant’s notice of opposition was filled pursuant to the provi- 
sions of Section 6 of the Trade-Mark Act of February 20, 1905, 
which provided, among other things, that— 


Any person who believes he would be damaged by the registration of a 
mark may oppose the same by filing notice of opposition, stating the grounds 
therefor, in the Patent Office within thirty days after the publication of the 
mark sought to be registered, which said notice of opposition shall be veri- 
fied by the person filing the same before one of the officers mentioned in 
section two of this act. 


~ 


Section 7 of the Trade-Mark Act of February 20, 1905 provides, 
inter alia, that in every case of 


Opposition to registration he [the Commission of Patents] shall direct 
the Examiner in charge of interferences to determine the question of the 
right of registration to such trade-mark, and of the sufficiency of objections 
to registration, in such manner and upon such notice to those interested as 
the Commissioner may by rules prescribe. 


We have repeatedly held that, in trade-mark opposition proceed- 


ings, the Patent Office tribunals may dispose of any question relat- 
ing to the proposed registration that might properly arise in an 
ex parte proceeding. The American Tobacco Co. v. Wir, 20 C. C. 
P. A. (Patents) 835, 840, 62 F. (2d) 835, and cases cited. 

In The American Tobacco Co. case, supra, it was claimed in the 
notice of opposition that the term “Wix,” which The American 
Tobacco Co. desired to register as a trade-mark under the Trade- 
Mark Act of February 20, 1905, consisted merely of the name of an 
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individual not “‘written, printed, impressed, or woven in some par- 


ticular or distinctive manner,’ and that the opposer, Abraham Wix, 
would be damaged by the registration of the mark to the applicant. 
The Commissioner of Patents, in a decision reversing the decision 
of the Examiner of Interferences, held that the mark was a surname 
not “written, printed, impressed, or woven in some particular or dis- 
tinctive manner” and, therefore, not registerable, and sustained the 
notice of opposition. It was contended by appellant in this court 
that the opposer was not using, and in fact, never had used, the mark 
in question, and that, therefore, he would not be damaged by the 
registration of appellant's mark. In our decision, we reviewed the 
authorities on the subject, and held that the mark was a surname, 
and that as it was not written, printed, impressed, or woven in some 
particular or distinctive manner, it was not registerable under the 
provisions of Section 5, supra. Relative to the contention made by 
appellant that appellee would not be damaged by the registration 
of the mark, we stated that, as the mark was not registerable for 
the reasons stated, the question of whether the opposer would be 
damaged by its registration was immaterial and, therefore, would 
not be considered. In so holding, we said, inter alia: 

The only object of the opposition was to defeat registration of appel- 
lant’s mark, and inasmuch as we hold that the Commissioner did not err in 
rejecting appellant’s application, it is immaterial, so far as this appeal is 
concerned, whether he committed error in sustaining the opposition of ap- 
pellee. If he did so err, it would not be ground for reversal of his decision 
rejecting appellant’s application. 

In the case of Frigidaire Corporation v. Nitterhouse Bros., 20 
C.C. P. A. (Patents) 865, 63 F. (2d) 123 [23 T.-M. Rep. 163], the 
Frigidaire Corporation, the owner and prior user of the trade-mark 
‘Frigidaire,’ for use on refrigerating systems, opposed the regis- 
tration by Nitterhouse Bros. of the trade-ma‘k “‘Frigidized Fish,” 
for use on “foods and ingredients of foods.” The opposition was 
based upon the confusion-in-trade clause of Section 5, supra. 

The Examiner of Interferences held in that case that the mark 
“Frigidized Fish” was descriptive, and, therefore, not registerable. 
He further held that as the Frigidaire Corporation, the opposer, had 


not alleged in its notice of opposition that the applicant’s mark was 
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descriptive, the notice of opposition should be dismissed. On appeal, 
the Commissioner of Patents held that the goods of the parties did 
not possess the same descriptive properties, and, accordingly, dis- 
missed the notice of opposition. ‘The Commissioner further held, 
however, that the trade-mark “Frigidized Fish” was descriptive, 
and, therefore, not entitled to be registered. The opposer, the 


Frigidaire Corporation, appealed to this court. In our decision, we 
stated, inter alia: 


As we view the matter, the case is now moot. All that the opposer 
could have sought in his notice of opposition was to defeat the registration 
of the proposed mark. Such registration has been denied. Therefore, 
irrespective of the right of the appellant to bring such opposition proceed- 
ings, and as to this we expressly reserve judgment, there is no statutory 
relief which appellant may receive in this proceeding, which has not already 
been adjudged by the Commissioner. The question of the descriptiveness 
of the mark of the appellee is not involved, for the appellee has not ques- 
tioned this decision by appeal. 

It follows that the appeal should be and is hereby dismissed. This is in 
harmony with our judgment in Tower & Sons v. United States, 20 C. C. P. A. 
(Customs) 364, T. D. 46131, and cases therein cited. It is also sustained by 
the practice of the Court of Appeals of the District of Columbia, as stated 
in Dunlap v. Bettmann-Dunlap Co., 57 App. D. C. 351, 23 F. (2d) 772. 

This case is clearly distinguishable from Celanese Corp. of America vy. 
Vanity Fair Silk Mills, 18 C. C. P. A. (Patents) 998, 47 F. (2d) 375, as 
will appear from the facts stated therein. 


In the case of Dunlap v. Bettmann-Dunlap Co., 57 App. D. C. 
351, 23 F. (2d) 772, cited in our decision in the Frigidaire Cor- 
poration case, supra, the Court of Appeals of the District of 


Columbia held, as stated in the head-note, that— 


One opposing registration of trade-marks is not entitled to appeal from 
decision refusing registration, even though Examiner of Interferences held 
adversely on such opposer’s contention that goods on which marks were 
used were of same descriptive properties, though opposer might have raised 
question by cross-appeal, if applicant had appealed. 

In the instant case, appellant had a right to appeal to this court 
from the decision of the Commissioner of Patents, and had appel- 
lee appealed from the adverse decision of the Commissioner holding 
that it was not entitled to register its mark, the issue raised in appel- 
lant’s notice of opposition—that of confusing similarity of the in- 
volved marks—would be before the court for consideration. The 


Pep Boys v. The Fisher Bros. Co., 25 C. C. P. A. (Patents) 818, 94 
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I’. (2d) 204 [28 T.-M. Rep. 91]. In view of the fact, however, that 
appellee did not appeal from the decision of the Commissioner of 
Patents holding its trade-mark not registerable, the Commissioner's 
decision became final, and, therefore, the issue of the registerability 
of appellee’s mark is not before us for consideration. Accordingly, 
the issue of confusing similarity of the marks of the parties raised in 
this court by appellant’s appeal has become moot since the taking of 
the appeal, and any views we might express with regard thereto 
would not be binding upon the Patent Office tribunals in another ac- 
tion under another statute. Mills v. Green, 159 U. S. 651; Jones v. 
Montague, 194 U.S. 147; Richardson v. McChesney, 218 U.S. 487; 
Frigidaire Corporation v. Nitterhouse Bros., supra; C. J. S. Vol. 1, 
Sec. 17, pp. 1012 to 1018. 

The issues in the instant case are clearly distinguishable from 
the issues before the Supreme Court in the cases of United States v. 
Freight Association, 166 U. S. 290, 308, and So. Pac. Terminal Co. 
v. Int. Comm., 219 U. S. 498, 515. 

In the Freight Association case, supra, it was held that where 
continuing rights of the public were involved, issues did not become 
moot and the rights of the public foreclosed by affirmative acts of a 
defendant. 

In the So. Pac. Terminal Co. case, supra, the court held, as 
stated in one of the head-notes, that— 


The rule that this court will only determine actual controversies, and 
will dismiss if events have transpired pending appeal which render it im- 
possible to grant the appellant effectual relief, does not apply to an appeal 
involving an order of the Interstate Commerce Commission merely because 
that order has expired. Such orders are usually continuing and capable of 
repetition, and their consideration, and the determination of the right of 
the Government and the carriers to redress, should not be defeated on ac- 
count of the shortness of their term. 

As was pointed out in our decisions in the cases of The American 
Tobacco Co. v. Wiz and Frigidaire Corporation v. Nitterhouse Bros., 
supra, the purpose of a notice of opposition is to prevent the regis- 
tration of an applicant's mark. It is a statutory remedy afforded a 
party who believes that he would be damaged by the registration of a 
mark to another. The opposer does not represent the public. By 


virtue of Section 7, supra, the tribunals of the Patent Office represent 
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the public in proceedings of this character, and in the instant case 
the public interest has been conserved by the decision of the Com- 
missioner rejecting appellee’s application for registration. 


For the reasons stated, the appeal is dismissed. 





Lever Brotuers Co. v. Nosio Propvwcrts, INc. 
United States Court of Customs and Patent Appeals 
Opposition No. 15,633 


May 29, 1939 





Trape-MarKks—Opposirion—‘No B. O.” anno “Nosio”—ConFiictinG Marks. 
Inasmuch as appellant had since 1928 used in advertising its Life- 

buoy “Soap” the letters “B. O.” (meaning body odor) and had identified 
its said soap to the public by the said letters “B. O.” and the phrase 
“No B. O.,” appellee’s trade-mark, consisting of the word “Nobio,” and 
used on a household and personal deodorant held confusingly similar to 
appellant’s notation, particularly as the use of the latter was analogous 
to that of a trade-mark. 





Appeal from the decision of the Commissioner of Patents dis- 
missing appellant’s notice of opposition. Reversed. For the Com- 
missioner’s decision see 28 T.-M. Rep. 225. 










Spencer A. Studwell (English & Studwell), of New York City, 
for appellant. 
Thomas L. Mead, Jr., of Washington, D. C., for appellee. 





HatFie.p, J.: This is an appeal in a trade-mark opposition pro- 
ceeding from the decision of the Commissioner of Patents dismiss- 
ing appellant’s notice of opposition, and holding appellee’s mark 
registerable under the Trade-Mark Act of February 20, 1905. 
Appellee’s mark is for use on deodorants, and comprises an out- 
line drawing of an Egyptian figure, across which appears the word 
“Nobio.” The figure and the word “Nobio’” are enclosed within 
two concentric circles, between which appear the words “natural 
oils ban intimate odors.” The latter words are disclaimed apart 
from the mark as shown. The word “Nobio” is clearly the dominant 
feature of appellee’s mark. 
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It appears from the record that appellee’s product, which is in 
liquid form, is a household and personal deodorant. It is put up in 
two, four, and sixteen ounce bottles, and is sold at retail in drug 
stores. It is also apparently sold direct to consumers in one-gallon 
containers. It has no cleansing properties. Appellee claimed in 
its application that it had used its mark on its goods since April 2. 
1934. 

The witness Allan C. Eldredge, testifying for appellee, stated 
that he was the “head of the business there [in New York City | 
which.is known as the Allan Eldredge Studios, contract furnishing 
and decorating of apartments and hotels throughout the metro- 
politan district, principally, and we also have a business, the Nobio 
Products, Ine., of which I am the president,’ and that he was an 
artist and did “mural paintings in connection with the decorative 
work.” Relative to the origin of appellee’s mark, the witness stated: 
“Being an artist, I made a number of sketches and finally selected 
for final use among these sketches one which is a circular symbol, 
around the outer border of which there is a series of letters, 
‘N-o-b-i-o. These letters in their given order are the initials of 
the descriptive sentence which is a part of our composite mark. The 
said sentence reads, ‘Natural oils ban intimate odors... . The 
descriptive sentence is indicative of the nature of our product and 
its use.” 

It appears from the record that appellant’s product is a toilet 
soap; that it is sold under the trade-mark “‘Lifebuoy’”’; that it is 
made up in cake form; that it is used both for its cleansing and 
deodorizing properties; that it has been on the market and sold ex- 
tensively throughout the United States since the year 1895 in drug 
stores and other retail stores; that, commencing in 1926, appellant 
advertised its ‘“Lifebuoy” soap as being effective in preventing the 
odor of perspiration; that, in 1928, appellant began advertising its 
soap as a preventive of “B. O.,” which letters, it was explained in 
appellant’s advertisements, meant “body odor’; that for several 
years prior to the filing of appellee’s application, appellant used the 


letters “B. O.” in its advertisements within the words “‘body odor,” 


because the public had come to understand from appellant’s prior 
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advertisements that “B. O.”’ meant “body odor’; that during the 
period from 1928 to the time of the taking of the testimony in this 
case—October, 1936—appellant had expended more than $10,000,- 
000 in advertising its ‘“Lifebuoy” soap as a deodorant and a preven- 
tive of “B. O.’’; and that, in addition to advertising its products via 
newspapers, magazines, radio, and sign boards, appellant displayed 
advertisements in street cars, subway and elevated trains, and on 
large posters in baseball parks. Appellant also used other forms of 
advertising in which it emphasized the deodorizing qualities of its 
“Lifebuoy” soap as a preventive of “B. O.” 

It appears from appellant’s Exhibit No. 6, which is a collection 
of approximately thirty-six clippings from nationally known pub- 
lications, that cartoonists, newspaper editorial writers, columnists, 
and feature writers have referred to “B. O.” as signifying “body 
odor.” In many of the clippings either appellant or its product 
(‘“Lifebuoy” soap), or both are mentioned. The notation “No B. O.” 
appears in some of the clippings. We quote the following from a 
clipping taken from the New York Sun: “Speaking of the campaign 
to keep fox hunting alive, a prominent metropolitan editor confesses 
that he has a great idea for a poster to be used by a nationally 
famous soap. It will show a fox, safe and grinning in an open field, 
while the hounds and riders gallop by. And the title of the adver- 
tisement will be: ‘No B. O.””’ 

It clearly appears from the record that, although appellant never 
used the letters “B. O.” or the words “body odor” as a trade-mark or 
otherwise on its goods, it has so extensively advertised its “Lifebuoy”’ 
soap as a preventive of “B. O.” that it has become popularized and 
identified in the mind of the purchasing public by the term “B. O.”; 
and that such term clearly indicates appellant’s product to the 
purchasing public. Accordingly, we are of opinion that the term 
“B. O.” serves to indicate origin in appellant, and that its use is 
analogous to that of a trade-mark. John Wood Manufacturing Co. v. 
Servel, Inc., 22 C. C. P. A. (Patents) 1870, 77 F. (2d) 946 [25 
T.-M. Rep. 407], and cases cited. 

In the case of Sears, Roebuck & Co. v. Old Colony Shoe Co., 23 
C. C. P. A. (Patents) 1089, 82 F. (2d) 709 [26 T.-M. Rep. 293], 
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relied upon here by counsel for appellant, it was held that as it was 
not alleged in the petition for cancellation either that the term 
“Gold Bond” had been used by the petitioner on its goods prior to 
the registrant’s date of first use or that the petitioner’s goods had 
been popularized and identified in the mind of the purchasing public 
by that term, the petitioner failed to allege either a trade-mark use 
or a use analogous thereto. 

In the instant case, however, it appears that, long prior to ap- 
pellee’s first use of its mark, appellant’s “Lifebuoy” soap had be- 
come popularized and identified in the mind of the purchasing public 
by the term “B. O.” and that such term indicated the origin of ap- 
pellant’s product. 

It may be, although we do not so hold, that appellant is not en- 
titled to the exclusive use of the term “B. O.” However, the right 
to oppose the registration of a trade-mark does not depend upon the 
exclusive ownership by an opposer of a similar mark. Jirginia Dare 
Extract Co. Inc. v. Adah Mae Dare, 21 C. C. P. A. (Patents) 1086, 
70 F. (2d) 118 [24 T.-M. Rep. 170]. It is sufficient if an opposer 
establishes “‘priority of use analogous to a trade-mark use” of a 
trade-name, and the “likelihood of damage to him by the registration 
of such mark to another.” John Wood Manufacturing Co. v. Servel, 
Inc., supra. 

It appears from the record that appellant used the term “B. O.” 
in connection with the advertising of its “Lifebuoy” soap long 
prior to the first use by appellee of its mark. Accordingly, the only 
remaining question to be determined is whether appellant is likely 
to be damaged by the registration of appellee’s mark, the dominant 
feature of which is the term “Nobio.” 

According to the testimony of the witness Eldredge, who origi- 
nated appellee’s mark, he was well aware of appellant’s advertising 


use of the term “B. O.” at the time appellee’s mark was adopted. 


The witness, who at times in his testimony had apparently pro- 
nounced the term ‘“Nobio’” “No-B-O” and at other times 


“No-Bye-O,” stated: ‘““We don’t limit the pronunciation. We don't 


know how people are going to pronounce it.” He further testified 
as follows: 
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XQ. 163. How do you pronounce the r-a-d-i-o? 

A. All right, not like Mr. Smith. 

XQ. 164. In other words, you would pronounce r-a-d-i-o as though it 
were spelled ray-dee-o, is that correct? 

A. Yes, with that word there is an accepted pronunciation. With 
N-o-b-i-o, so far as I know, there is not, as yet. 

XQ. 165. So that some persons might naturally pronounce it the way 
that I have first designated [No-B-O] and the others in the way that I 
designated secondly [No-Bye-O], is that correct? 

A. I grant you that. 


It is evident, we think, that, although the terms “Nobio” and 
“B. O.” do not look exactly alike, the term “Nobio” will be pro- 
nounced as though it were spelled “No-B-O” ; that appellee intended 
that its term ““Nobio”’ should be understood as meaning no “B. O.”’ 


(no body odor), and that it will be so understood by the purchasing 


public. Accordingly, for all practical purposes, appellee has merely 


combined the negative “No” with appellant’s term “B. O.” for the 
purpose of indicating to the purchasing public that its product will 
prevent “B. O.”’ (body odor). 

We are of opinion that the goods of the parties possess the same 
descriptive properties; that the term “Nobio,” the dominant feature 
of appellee’s mark, and “B. O.” are confusingly similar; that ap- 
pellant is entitled to use the term “B. O.” in connection with the 
marketing of its goods; and that appellant would be damaged by the 
registration of appellee’s mark. 


For the reasons stated, the decision is reversed. 


DeEcIsIONS OF THE COMMISSIONER OF PATENTS 
Act of 1920—Goods of Different Descriptive Properties 


Frazer, A. C.: Held that the prior use by California Prune and 
Apricot Growers Association, of the term “Tenderized” on dried 
fruits afforded no ground for the cancellation of a registration ob- 
tained by Albany Packing Company, Inc., under the provisions of 
the Act of 1920, of the same word as applied to hams, pork shoulders, 


and picnics. 
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The ground of the decision is that the goods of the two parties 
are not of the same descriptive properties and confusion in trade is 
not likely from the use of the mark on the goods specified. 

In his decision after noting certain decisions which the Examiner 
of Interferences had relied upon, and noting also that none of them 
involved the particular goods involved in this case, the Assistant 
Commissioner called attention to the decisions in J’. LaRosa & Sons, 
Inc. v. Schroeder Bros., Inc., 159 M. D. 717, 469 O. G. 774, 30 
U. S. P. Q. 278, and Cracker Jack Co. v. Blanton Citrus Growers, 
Inc., 28 C. C. P. A. 925, 81 F. (2d) 553 [26 T.-M. Rep. 161 ], and 
with respect to the latter said: 


. while those items are perhaps even less closely related than those 
of the instant case, the decision affords ample proof that the court did not 
intend its former rulings to be so broadly construed as to attribute the 
same descriptive properties to all food products. Until such a ruling is 
made, or until it is held that the particular goods here involved possess the 
same descriptive properties, I am unable to agree with the Examiner’s con- 
clusion. 


He noted petitioner's argument as to the manner in which the 
goods are packaged and sold and after stating that they are tests to 
be applied but are by no means conclusive, he said: 

The differences between dried fruits and meat products, in all their 
essential characteristics, are so great that I do not think anyone would be 
likely to assume that they have a common source of origin merely because 
they bear the same mark and are similarly packaged and sold in the same 
stores. 

He then said: 


Having selected a descriptive expression, petitioner is not entitled to the 
high degree of protection that might attach to an arbitrary trade-mark. No 
actual confusion has been shown, and I am unable to believe that confusion 
is likely. If respondent’s goods and petitioner’s were of the same descrip- 
tive properties injury to petitioner might be presumed, but the present 
record affords no basis for such presumption.! 


Conflicting Marks 


Van Arspa.e, A. C.: Held that applicant is not entitled to regis- 
ter the term “Cheez’s” as a trade-mark for cheese crackers, in view 


! California Prune and Apricot Growers Association v. Albany Packing 
Company, Inc., Canc. No. 3274, 163 M. D. 272, April 28, 1939. 
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of a prior registration of the mark ‘“‘Cheez-it”’ as a trade-mark for 
the same goods and the prior use of that mark by opposer. 
In his decision the Assistant Commissioner said: 


To my mind the marks in their entirety are so similar in appearance, 
sound and import as to be confusingly similar, irrespective of whether they 
are viewed as predominantly descriptive or merely suggestive of cheese 
crackers. The common word “cheez” impresses me as being purely descrip- 
tive and the suffixes “o” and “it” not so dissimilar as to render confusion 
between the marks “Cheez’o” and “Cheez-it” improbable. Therefore I con- 
sider the Examiner to have been correct in holding registration No. 151,785 
a valid bar under Sec. 7 of the Trade-Mark Act to the registration sought by 
applicant. 

It is also my opinion that the uncontradicted testimony and the exhibits 
of record on behalf of opposer are sufficient to establish use by opposer of 
the mark “Cheez-it” on cheese crackers prior to any use established by ap- 
plicant of the mark “Cheez-o” on his goods, and I consider the Examiner's 
analysis of this testimony to be substantially correct. 


* * ” 


In view of the similarity of the marks, the identity of the goods on which 
the marks are used by the parties, and the prior use by opposer, I consider 
the opposition to have been properly sustained.* 


Frazer, A. C.: Held that applicant is not entitled to register the 
notation “Black Diamond” as a trade-mark for hair dye, in view of 
the prior adoption, use, and registration by opposer of the term 
“Diamond” as a trade-mark for dyes. 

In his decision, after noting the applicant’s argument that op- 


poser’s dyes are intended only for use with various fabrics and such 


goods are not of the same descriptive properties as the hair dye of 


applicant, the Assistant Commissioner said: 


It is my opinion that all dyes are goods of the same descriptive properties 
within the meaning of the Trade-Mark Act, regardless of the particular use 
for which they are intended. That confusion would result from the use of 
applicant’s mark on hair dye, and that opposer would thus be damaged by 
its registration seems not only likely but well-nigh inevitable.* 


Frazer, A. C.: Held that applicant is not entitled to register the 
term “Opeco” as a trade-mark for bacon, hams, lard, and sausages, 

2 Loose-Wiles Biscuit Company v. Dallas B. Lewis, Opp’n No. 16,377, 
163 M. D. 266, April 11, 1939. 


3 Wells & Richardson Company, Incorporated v. Fan Tan Company, Inc., 
Opp’n No. 16,793, 163 M. D. 267, April 13, 1939. 
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in view of the prior registration of the trade-mark ““Arpeako” as a 
trade-mark for the same goods. 

In his decision the Assistant Commissioner noted applicant’s 
argument that the registrations were invalid and should be cancelled 
and then said: 

I do not find it necessary to discuss the evidence in that regard, because 
I am clearly of the opinion that the Patent Office is without jurisdiction 
under any circumstances to cancel a registration of its own motion. If 
applicant deems itself injured by opposer’s registrations the statute affords 
a simple remedy by petition to cancel. The question is not open to con- 
sideration in the present proceeding. Englander vy. Continental Distilling 
Corporation, 25 C. C. P. A. 1022, 95 F. (2d) 320. It should be observed, 
however, that opposer’s established use of its mark, regardless of registra- 


tion, would appear to bar the registration to applicant of a mark confus- 
ingly similar thereto and more recently adopted. 


Then, with reference to the similarity of the marks, he said: 


That applicant’s mark is confusingly similar to the mark of opposer I 
have no doubt, particularly in view of the identity of the goods to which the 
marks are applied. It is true that the marks differ somewhat in appear- 
ance, but in sound they are substantially the same.‘ 


Labels 


Frazer, A. C.: Held that the Examiner of Trade-Marks had im- 
properly refused to register a label on the ground that it included 
the letters “U. S. A.” 


In his decision the Assistant Commissioner noted that the Exam- 


iner’s refusal was based on an analogy to the statutory prohibition 


against registration of such insignia as a trade-mark, and then said: 


I am unable to adopt the Examiner’s reasoning. There is nothing in- 
herently wrongful in applicant’s use of the label, nor does the statute forbid 
its registration. Had Congress intended this particular restriction of the 
Trade-Mark Act to apply to labels, presumably it would have so indicated 
by appropriate legislation. Under existing law I am clearly of the opinion 
that applicant is entitled to the registration it seeks.® 


Frazer, A. C.: Held that applicant is not entitled to register the 
notation ““Serv-It-Al” as a trade-mark for “trays made of or plated 

* Rochester Packing Co., Inc. v. The Ohio Provision Company, Opp’n No. 
17,227, 163 M. D. 268, April 13, 1939. 


5 Ex parte H. A. Loeb & Co., Ser. No. 77,534, 163 M. D. 270, April 24, 
1939. 
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in whole or in part with precious metal,” in view of the prior use by 
opposer of the term “Servet” for stainless steel dishes. 

With reference to the argument that applicant’s mark was mis- 
descriptive of its goods, the Assistant Commissioner said: 


The proofs clearly establish, and applicant admits the fact to be, that its 
trays are actually chromium plated and contain no precious metal. This is 
a matter that may doubtless be remedied by amendment in the event appli- 
‘ant finally prevails in the opposition proceeding, but as now presented the 
application was properly refused for the reason stated. 


Then, with reference to the goods, he said: 


Opposer’s dishes are intended to be used for both cooking and serving 
various foods. Applicant’s tray is suitable only for serving. Applicant 
urges, and I am inclined to agree, that none of opposer’s wares would 
normally be used as a tray; but the two items are nevertheless very closely 
related, and to my mind are clearly of the same descriptive properties. 

I am also in agreement with the Examiner that the marks of the parties 
are confusingly similar. They differ somewhat in appearance and do not 
have the same meaning, but in sound they are identical save for the last 
syllable of applicant’s mark. It is my opinion that this difference is too 
slight to insure against confusion of the marks, at least when spoken.® 


® Steelsmiths, Inc. v. National Silver Co., Opp’n No. 17,115, 163 M. D. 
270, April 24, 1939. 








